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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )E3 Responsive to communication(s) filed on 06 April 2006 . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-70 is/are pending in the application. 

4a) Of the above claim(s) 61-70 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-60 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Applicant's election with traverse of Group I in the reply filed on April 6, 2006 is 
acknowledged. The traversal is on the ground(s) that there is no additional burden on 
the examiner to search the additional group. This is not found persuasive because 
Group II is classified in class 702. The examiner has no experience in searching class 
702 and it would be a serious burden on the examiner to attempt to find prior art in this 
class. 

The requirement is still deemed proper and is therefore made FINAL. 
Claim Rejections -35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1, 7, 12, 55 and their dependents are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

4. Claims 15, 31 , 35-38 and 40-54 rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 1, 7, 12, 55 and their dependents are rejected because it is not clear what 
constitutes a user-friendly, effective additive. Clarification and/or correction are 
required. 

Claim 1 5 contains the trademark/trade names DCI 6A; DMA 558; and AO 22. 
Where a trademark or trade name is used in a claim as a limitation to identify or 
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describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 112, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe a corrosion inhibitor, a detergent, a fuel stabilizing 
additive and a lubricity additive and, accordingly, the identification/description is 
indefinite. 

Claim 15 is also rejected because it is not clear why components c) and h) are 
the same components. Clarification is required. 

Claim 31 contains the trademark/trade names T9312; DCI 6A; AROL 50; DMA 
558 and OLI 501 5. Where a trademark or trade name is used in a claim as a limitation 
to identify or describe a particular material or product, the claim does not comply with 
the requirements of 35 U.S.C. 112, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe a biocide, a corrosion inhibitor, a water managing 
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additive; a detergent; a solvent; a fuel stabilizer and a lubricity enhancer and, 
accordingly, the identification/description is indefinite. 

Claim 31 is also rejected because it is not clear why components d) and e) are 
the same components. 

In claim 35, the term -and— should be inserted between components s) and t). 
The claim is also rejected because the claim contains the generic alcohols and ethers 
and it contains specific alcohols and ethers. Such claim language sets forth an 
improper Markush group. It is not clear why the generic compounds are required if 
Applicant recognized that certain alcohols and ethers are preferred. Clearly every ether 
or alcohol does not enhance combustion boosting action. 

Claims 36 and 46 contain the trademark/trade name DCI products, HITEC 580, 
BIOBOR JF and ONDEO-NALCO 5403. Where a trademark or trade name is used in a 
claim as a limitation to identify or describe a particular material or product, the claim 
does not comply with the requirements of 35 U.S.C. 1 12, second paragraph. See Ex 
parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since 
the trademark or trade name cannot be used properly to identify any particular material 
or product. A trademark or trade name is used to identify a source of goods, and not 
the goods themselves. Thus, a trademark or trade name does not identify or describe 
the goods associated with the trademark or trade name. In the present case, the 
trademark/trade x name is used to identify/describe corrosion inhibitors and, accordingly, 
the identification/description is indefinite. 
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Claim 37 contains the trademark/trade name DMA 451 . Where a trademark or 
trade name is used in a claim as a limitation to identify or describe a particular material 
or product, the claim does not comply with the requirements of 35 U.S.C. 1 1 2, second 
paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope 
is uncertain since the trademark or trade name cannot be used properly to identify any 
particular material or product. A trademark or trade name is used to identify a source of 
goods, and not the goods themselves. Thus, a trademark or trade name does not 
identify or describe the goods associated with the trademark or trade name. In the 
present case, the trademark/trade name is used to identify/describe water managing 
additive and, accordingly, the identification/description is indefinite. 

Claim 38 contains the trademark/trade name DMA products. Where a trademark 
or trade name is used in a claim as a limitation to identify or describe a particular 
material or product, the claim does not comply with the requirements of 35 U.S.C. 1 12, 
second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The 
claim scope is uncertain since the trademark or trade name cannot be used properly to 
identify any particular material or product. A trademark or trade name is used to identify 
a source of goods, and not the goods themselves. Thus, a trademark or trade name 
does not identify or describe the goods associated with the trademark or trade name. In 
the present case, the trademark/trade name is used to identify/describe a detergent 
and, accordingly, the identification/description is indefinite. 
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Claim 38 is also rejected because components e) and g) are duplicates. In 
components j)-n), the term -a — should appear before the named component. The term 
-and — should appear between components o) and p). 

In claim 39, the term -and— should appear between components e) and f). 

Claim 40 contains the trademark/trade name AO 22 and AO series. Where a 
trademark or trade name is used in a claim as a limitation to identify or describe a 
particular material or product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 
1982). The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is 
used to identify a source of goods, and not the goods themselves. Thus, a trademark or 
trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to identify/describe 
a fuel stabilizer and, accordingly, the identification/description is indefinite. 

Also, in claim 40, the term -and - should be inserted between components h) 

and i). 

Claim 41 contains the trademark/trade name ONDEO-NALCO 303MC; and 
BIOBOR JF. Where a trademark or trade name is used in a claim as a limitation to 
identify or describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 112, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
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trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe a biocide and, accordingly, the 
identification/description is indefinite. 

Claim 41 is rejected because components f) and g) are suffixes and not 
compounds. 

Claim 42 contains the trademark/trade name DCI products and ONDEO-NALCO 
5403. Where a trademark or trade name is used in a claim as a limitation to identify or 
describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 1 12, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe a lubricity additive and, accordingly, the 
identification/description is indefinite. 

Also, the term -and— should be inserted between compounds g) and h). 

Claim 43 contains the trademark/trade name HITEC 3023. Where a trademark 
or trade name is used in a claim as a limitation to identify or describe a particular 
material or product, the claim does not comply with the requirements of 35 U.S.C. 112, 
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second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The 
claim scope is uncertain since the trademark or trade name cannot be used properly to 
identify any particular material or product. A trademark or trade name is used to identify 
a source of goods, and not the goods themselves. Thus, a trademark or trade name 
does not identify or describe the goods associated with the trademark or trade name. In 
the present case, the trademark/trade name is used to identify/describe a combustion 
modifier and, accordingly, the identification/description is indefinite. 

Also, the term -and — should be inserted between components e) and f). 

Claim 44 is rejected. Since Applicant has already set forth specific alcohols in 
components a)-c), it is not clear what "alcohol" are encompassed by component j). 
Also, what polymers are applicant claiming in component g)? Clearly all polymers do 
not have low temperature flowing action. The term -and - should be inserted between 
components j) and k). 

Claim 45 is rejected because tert-amyl alcohol and tert-butyl alcohol appear twice 
in the claim. It is not clear what alcohols are encompassed by component x) or what 
ethers are encompassed by component y). Applicant has already set forth specific 
alcohols in components a, k and r-w.and ethers in components n-q. 

In claim 46, the term -and— should be inserted between components n) and o). 

Claim 47 contains trademarks/trade names for components a-e. Where a 
trademark or trade name is used in a claim as a limitation to identify or describe a 
particular material or product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 



Application/Control Number: 10/665,955 Page 9 

Art Unit: 1714 

1982). The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is 
used to identify a source of goods, arid not the goods themselves. Thus, a trademark or 
trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademarks/trade names are used to 
identify/describe water managing additive and, accordingly, the identification/description 
is indefinite. 

Claim 48 contains the trademarks/trade names for components a)-i). Where a 
trademark or trade name is used in a claim as a limitation to identify or describe a 
particular material or product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 
1982). The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is 
used to identify a source of goods, and not the goods themselves. Thus, a trademark or 
trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademarks/trade names are used to 
identify/describe a detergent and, accordingly, the identification/description is indefinite. 

Also in claim 48, components I) and m) are duplicates. The term -and - should 
be inserted between components v) and w). 

Claim 49 contains the trademark/trade name AROL 50 and HISOL 100. Where 
a trademark or trade name is used in a claim as a limitation to identify or describe a 
particular material or product, the claim does not comply with the requirements of 35 
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U.S.C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 
1982). The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is 
used to identify a source of goods, and not the goods themselves. Thus, a trademark or 
trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to identify/describe 
a solvent and, accordingly, the identification/description is indefinite. 

Also in claim 49, the term -and - should be inserted between components h) and 

Claim 50 contains the trademark/trade name DMA 558 AND DMA SERIES 
PRODUCTS. Where a trademark or trade name is used in a claim as a limitation to 
identify or describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 112, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe a fuel stabilizer and, accordingly, the 
identification/description is indefinite. 

Also in claim 50, the term -and - should be inserted between components f) and 

9)- 
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Claim 51 contains the trademarks/trade names for components a), b), and d)-f) 
Where a trademark or trade name is used in a claim as a limitation to identify or 
describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 112, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe a biocide and, accordingly, the 
identification/description is indefinite. 

In claim 51 , the components k) and I) are suffixes and not compounds. The term 
-and - should be inserted between components m) and o). 

Claim 52 contains trademarks/trade names for components a)-g). Where a 
trademark or trade name is used in a claim as a limitation to identify or describe a 
particular material or product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 
1982). The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is 
used to identify a source of goods, and not the goods themselves. Thus, a trademark or 
trade name does not identify or describe the goods associated with the trademark or 
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trade name. In the present case, the trademark/trade name is used to identify/describe 
a lubricity additive and, accordingly, the identification/description is indefinite. 

Also in claim 52, the term -and - should be inserted between components i) and 

])■ 

Claim 53 contains the trademark/trade name HITEC 3023 and ALKEN EVEN 
FLO 910. Where a trademark or trade name is used in a claim as a limitation to identify 
or describe a particular material or product, the claim does not comply with the • 
requirements of 35 U.S.C. 1 12, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
name is used to identify/describe a combustion modifier and, accordingly, the 
identification/description is indefinite. 

Also in claim 53, the term —and — should be inserted between components g) 
and h). 

In Claim 54, since Applicant has already set forth specific alcohols in 
components b, c and e, it is not clear what "alcohols" are encompassed by component 
a). Also, what polymers are applicant claiming in component i)? Clearly all polymers 
do not have low temperature flowing action. The term --and-- should be inserted 
between components k) and I). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-14, 19-30, 35, 37-42, 44, 45, 47-52 and 54-60 rejected under 35 U.S.C. 
103(a) as being unpatentable over Cunningham (US 5,279,626). 

Cunningham teaches a method for enhancing a fuel additive package so as to 
improve the shelf-life of the package wherein the package comprises a 
detergent/dispersant (applicant's fuel stabilizer/detergent), a demulsifier (applicant's 
water managing action additive) and admixing a solvent stabilizer composition (satisfies 
applicant's biocide, combustion boosting additive, water managing additive, solvent and 
low temperature flow improver) (see abstract). The solvent stabilizer is formed from at 
least one aromatic hydrocarbon solvent and at least one alkyl or cycloalkyl alcohol. 
Examples of the aromatic solvent include benzene and alkyl substituted benzene or 
mixtures thereof. Examples of the alcohol solvents include C 2 -C 8 alcohols such as 
ethanol, propanol and mixtures thereof (see col. 2, lines 17-38). The 
detergent/dispersant is the reaction product of a polyamine and at least one acyclic 
hydrocarbyl-substituted succinic acylating agent (see col. 3, lines 40-43). The 
demulsifier includes compounds such as organic sulfonates, polyoxyalkylene glycols 
(see col. 5, lines 54-57). Other components may be used in the additive package 
including oxidation inhibitors, corrosion inhibitors, emission control additives 
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(combustion modifying additive), lubricity additives, biocides and octane or cetane 
improves (combustion boosting additives) (see col. 5, lines 64-68). Cunningham 
teaches the limitations of the claims other than the differences that are discussed below. 

In the first aspect, Cunningham differs from the claims in that he does not 
specifically teach a composition wherein all the components are present. However, no 
unobviousness is seen in this difference because Cunningham teaches all of the 
claimed components and he teaches that they may be combined to produce an additive 
package. 

In the second aspect, Cunningham differs from the claims in that he does not 
specifically teach the claimed proportions. However, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to optimize the proportions 
of the additive components through routine experimentation for the best results. As to 
optimization results, a patent will not be granted based upon the optimization of result 
effective variables when the optimization is obtained through routine experimentation 
unless there is a showing of unexpected results which properly rebuts the prima facie 
case of obviousness. See In re Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 
1980). See also In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (Fed. 
Cir. 1990), and In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or .571 -272-1 000. 




Cepnia D. Toomer 
Primary Examiner 
Art Unit 1714 
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